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before the hjta.com decision, a UDRP panelist deciding maxol.comso took a
position in favor of an autonomous interpretation of the UDRP, noting that
the UDRP "provides an international procedure for international
application."" "To import a national rule simply because both parties come
from the same jurisdiction," the panelist noted, "may result in similar cases
being decided in a different manner dependent upon geographical
accident."1 8 2  Calling the potential differences in outcome "inherently
unattractive," the panelist admitted that "[a]t times resort to national law may
be unavoidable" but considered it easily avoidable in the maxol.com case.18 3

Eight days after the hjta.com decision, another UDRP panelist disagreed with
Bernstein; in the covancecampaign.com decision,"' the panelist wrote that
"[a]s a matter of principle, this Panel would not have thought that it was
appropriate to import unique national legal principles into the interpretation
of [the UDRP]."1 8 5 Perhaps not surprisingly, the panelists in the maxol.com
and covancecampaign.com covancecampaign.com cases were not from the
United States.18 6

Matthew S. Harris, the panelist in maxol.com, and Bernstein exchanged
views on the potential applicability of national law again in 2008."' In a

is premised upon the development of substantive non-national rules so as to obviate the problems of
disparate national laws and national rights operating in the context of a ubiquitous online
environment.").

180. McMullan Bros., Ltd. v. Web Names Ltd., WIPO, Case No D2004-0078 (Apr. 16, 2004),
http://www.wipo.int/amc/en/domains/decisions/html/2004/d2004-0078.html.

181. Id.
182. Id.
183. Id.
184. See Covance, Inc. v. Covance Campaign, WIPO, Case No. D2004-0206 (Apr. 30, 2004),

http://www.wipo.int/amc/en/domains/decisions/html/2004/d2004-0206.html.
185. Id.
186. See McMullan Bros., Ltd., WIPO, Case No. D2004-0078 (the decision was rendered by

panelist Matthew S. Harris, a British national); Covance, Inc., WIPO, Case No. D2004-0206 (the
decision was rendered by panelist Alistair Payne, who is a national of Australia, New Zealand, and
Ireland); see also WIPO List of Neutrals: Biographical Data for Matthew S. Harris, WIPO,
http://www.wipo.int/export/sites/www/amc/en/domains/panel/profiles/harris-matthews.pdf (last
visited Apr. 10, 2018); WIPO List of Neutrals: Biographical Data for Alistair Payne, WIPO,
http://www.wipo.int/export/sites/www/amc/en/domains/panel/profiles/payne-alistair.pdf (last visited
Apr. 10, 2018).

187. 1066 Hous. Ass'n Ltd. v. Morgan, WIPO, Case No. D2007-1461 (Jan. 18, 2008),
http://www.wipo.int/amc/en/domains/decisions/html/2007/d2007-1461.html; Sermo, Inc. v.
CatalystMD, LLC, WIPO, Case No. D2008-0647 (July 2, 2008), http://www.wipo.int/amc/en/domain
s/decisions/html/2008/d2008-0647.html.
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detailed January 2008 decision in 1066ha.com," Harris reiterated his position
in favor of an autonomous interpretation of the UDRP, noting that "there is
no real justification for . . . a local laws approach either in the Policy or the
Rules";18 9 he added that the approach "should be avoided wherever possible"
because "[i]t risks the UDRP fragmenting into a series of different
systems."19 0  Bernstein responded in a July 2008 decision in
sermosucks.com-a decision that concerned another criticism website. 191

Bernstein pointed out that regardless of the approach that a panel adopts-
whether it aligns with potentially applicable national law or applies
autonomous UDRP law some inconsistency may always result.19 2

Inconsistencies can arise either (1) among UDRP decisions if they are based
on different countries' laws, or (2) between a UDRP decision and a national
court decision, if the UDRP decision is based on autonomous UDRP law and
the national court decision on national law.19 3  Bernstein emphasized the
desirability of predictability and a reduction in forum shopping, and reiterated
his preference for the national law approach.1 9 4

B. Choice ofLaw in UDRP Proceedings

The threshold choice-of-law question whether national law should
apply at all in UDRP proceedings has not been uniformly resolved.19 5 But
if the answer is yes, the two questions that must follow are (a) what country's
law should apply, meaning how it should be decided which country's law
should apply, and (b) what issues should be decided based on the national law

188. See 1066Hous. Assn Ltd., WIPO, Case No. D2007-1461.
189. See id.
190. See id.
191. See Sermo, Inc., WIPO, Case No. D2008-0647.
192. See id. ("Legal systems have long recognized that accepting some inconsistency is a practical

necessity, especially given the lack of global harmonization of laws. . . .").
193. Id. ("Under the Howard Jarvis approach, UDRP decisions may be consistent with how the

relevant national courts would rule, but the decisions would be inconsistent within the UDRP sys-
tem .. . .").

194. Id. ("Although consistency may remain an elusive goal, this approach would help promote
predictability in the UDRP system in that parties would know in advance which national
laws ... would most likely apply. It would also prevent forum shopping. . . .").

195. See Victoria Holstein-Childress, Lex Cyberus: The UDRP as a Gatekeeper to JudicialResolu-
tion ofCompeting Rights to Domain Names, 109 PA. ST. L. REv. 565, 580-81 ("As a threshold matter,
it is important to note that the UDRP itself neither requires panelists to apply the law of any particular
nation, nor sets forth any choice of law guidelines for panelists.").
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that is selected.19 6 In choice of law, depeyage may dictate that different rules
be used to select the laws that are applicable to different issues.19 7

A review of UDRP panels' choice-of-law approaches is complicated by
the fact that panels are not always explicit about the approaches that they
adopt in selecting applicable law.19 8 Sometimes panels expressly state what
country's law they applied and what directed their choice of applicable law;19 9

at other times panels simply apply a particular national law without explaining
what led them to adopt the particular choice.20 0  Panels sometimes devise
substantive rules from national law but do not refer to the law or specifically
state that they are using a particular national law.201 Because panels may apply
"any rules . . . that [they] deem applicable," they do not have to justify the
rules that they apply or refer to their origin.20 2

In some decisions, panels have expressed their ambivalence about
applying national law but have nevertheless referred to the national law that
they believed might have applied.20 3 In one decision, a panel recognized that
a national law did apply, but the panel expressed its hesitancy to apply the law

196. See Willis L. M. Reese, Depeqage: A Common Phenomenon in Choice ofLaw, 73 COLUM. L.
REv. 58, 60, 63, 75 (1973).

197. Id. at 58 ("This process of applying the rules of different states to determine different issues
has the forbidding name of depegage, although it is sometimes more colloquially referred to as
'picking-and-choosing."').

198. See infra notes 199-202 and accompanying text.
199. See, e.g., Pavillion Agency, Inc., v. Greenhouse Agency Ltd., WIPO, Case No. D2000-1221,

(Dec. 4, 2000), http://www.wipo.int/amc/en/domains/decisions/html/2000/d2000-1221.html ("[B]e-
cause the Complainants and Respondents are all New York residents and do business in New York,
this Panel will apply the internal, substantive law of the State of New York, the Federal Trademark
Act as applicable in New York, and the Policy and Rules that govern this proceeding."); Myer Stores
Ltd. v. Singh, WIPO, Case No. D2001-0763 (Jul. 10, 2001), http://www.wipo.int/amc/en/domains/dec
isions/html/2001/d2001-0763.html ("In these circumstances the panel finds that, in addition to the
Policy, the Rules and Supplemental Rules, the applicable law is the law of the State of New South
Wales, Australia, including Australian Federal law.").
200. See, e.g., FMR Corp. v. Native Am. Warrior Soc'y, WIPO, Case No. D2004-0978 (Jan. 20,

2005), http://www.wipo.int/amc/en/domains/decisions/html/2004/d2004-0978.html (applying United
States trademark law).
201. Helfer, supra note 141, at 496 ("Panels are, at least implicitly, applying the law of a particular

country to determine issues such as when a complainant has rights in a mark that is registered in
national trademark offices or used in domestic commerce.").
202. Id. at 495. Although the UDRP does not require that panels apply national laws, UDRP panel

decisions are rarely completely divorced from national laws. Id. Even when panelists do not apply
any particular country's law, certainly their backgrounds might influence their views on and
approaches to substantive issues. Id.
203. See infra notes 204-07 and accompanying text.
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because "only one panelist [was] intimately familiar with its provisions";20 4

the panel nevertheless noted that, in the particular case, Australian law applied
to the trademark rights of the complainant and that the panel "believe[d] its
decision [was] correct under Australian law." 20 5 In another decision, a panel
insisted that no national law applied in the case but concluded that its approach
in the end "appear[ed] to be consistent with national trademark laws
(including that of the UK)," 20 6 "which would apply to any legal proceedings
in this case."20 7 These statements show, at a minimum, an understanding that
there might be some value in reconciling UDRP decisions with national
law. 208

In cases in which UDRP panels did discuss their choice of applicable law,
the panels used various criteria to select the applicable law.209 In some cases,
a panel chose applicable law based on the parties' domiciles.21 0 For example,
in the cliffgreenhouse.com case,2 11 the panel applied, in addition to "the Policy
and Rules that govern [the] proceeding,"212 "the internal, substantive law of
the State of New York [and] the Federal Trademark Act as applicable in New
York" 213 because "the Complainants and Respondents are all New York
residents and do business in New York." 214 Similarly, in the myeronline.com

204. Austl. Trade Comm'n v. Reader, WIPO, Case No. D2002-0786 (Nov. 12, 2002),
http://www.wipo.int/amc/en/domains/decisions/html/2007/d2007-1379.html.
205. Id.
206. Chelsea & Westminster Hosp. NIS Found. Trust v. Redmond, WIPO, Case No. D2007-1379

(Nov. 14, 2007), http://www.wipo.int/amc/en/domains/decisions/html/2007/d2007-1379.html.
207. Id.
208. Helfer, supra note 141, at 496.
209. WIPO Overview 3.0, supra note 103, at § 4.15 (discussing how panels have selected a

particular country's law "where the parties share a common nationality and the import of a specific
national law concept is particularly germane to an issue in dispute").
210. See, e.g., Sermo, Inc. v. CatalystMD, LLC, WIPO, Case No. D2008-0647 (July 2, 2008),

http://www.wipo.int/amc/en/domains/decisions/html/2008/d2008-0647.html ("If both parties are
resident in the same jurisdiction, then it seems wholly appropriate to consider the national laws of that
jurisdiction since, presumably, those laws govern the parties' conduct, legal rights, and potential
liabilities.").
211. See Pavillion Agency, Inc. v. Greenhouse Agency Ltd., WIPO, Case No. D2000-1221 (Dec.

4, 2000), http://www.wipo/int/amc/en/domains/decisions/html/2000/d2000-1221.html.
212. See id.
213. See id.
214. Id.; see also Wort & Bild Verlag Konradshdhe GmbH & Co. KG v. Bergmann, WIPO, Case

No. D2009-1442 (Dec. 18, 2009), http://www.wipo.int/amc/en/domains/decisions/html/2000/d2000-
1221.html (applying German law); Grupo Picking Pack, S.A. v. Prospero Moran, WIPO, Case No.
D2000-1220 (Dec. 18, 2000), http://www.wipo.int/amc/en/domains/decisions/html/2000/d2000-
1220.html (applying the law of Spain).
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case,2 15 the panel applied "the law of the State of New South Wales, Australia,
including Australian Federal law," in addition to "the [UDRP] Policy, the
Rules and Supplemental Rules," because the parties were domiciled in
Australia.2 16 In the myeronline.com case, the panel gave no weight to the fact
that the registrar was in the United States and that "the disputed domain name
is accessible to Internet users worldwide."217 The fact that a registrar was
domiciled in the United States was taken into account in the cnn.com case,
where a panel decided that U.S. law should apply "to the extent needed"
because "the Complainant was a U.S.-based corporation and . . . the
[r]espondents chose to register each of the disputed domain names through a
U.S. registrar";218 the respondents in the case were from Lebanon.2 19 In some
cases, panels selected the law of the country on which a party based its claim
of rights.220 For example, in the newzealand.biz case, the panel applied the
law of New Zealand and "relevant international law" to evaluate the common
law rights that the complainant-Her Majesty the Queen-asserted in the case.
221

Given the experience of the UDRP panel in the barcelona.com case, it is
not surprising that some UDRP panels have chosen applicable national law in
light of the likely forum (and therefore also the likely applicable law) of a
potential subsequent court case.22 2 While a court challenge of a UDRP panel
decision should result in a court respecting the UDRP's minimalistic choice-
of-law rule contained in the Rules for the UDRP,22 3 a challenge under national
law for reverse domain-name hijacking, as was the case in barcelona.com,2 24

215. See Myer Stores Ltd. v. Singh, WIPO, Case No. D2001-0763 (July 10, 2001),
http://www.wipo.int/amc/en/domains/decisions/html/2001/d2O00-0763.html.
216. Id.
217. Id.
218. Cable News Network LP, LLP v. Khouri, Nat'l Arb. Forum, Claim No: FA0208000117876

(Dec. 16, 2002), http://www.adrforum.com/Domaindecisions/I17876.htm.
219. See id.
220. See, e.g., Her Majesty the Queen v. iSMER, WIPO, Case No. DBIZ2002-0270 (Oct. 2, 2002),

http://www.wipo.int/amc/en/domains/decisions/html/20002/dbiz2002-00270.html.
221. See id.
222. See Barcelona.com, Inc. v. Excelentisimo Ayuntamiento De Barcelona, 330 F.3d 617, 623 (4th

Cir. 2003); see also Excelentisimo Ayuntamiento de Barcelona v. Barcelona.com, Inc., WIPO, Case
No. D2000-0505 (Aug. 4, 2000), http://www.wipo.int/amc/en/domains/decisions/html/2000/d2000-
0505.html.
223. See supra note 164.
224. See Barcelona.com, Inc., 330 F.3d at 624; see also supra note 151 and accompanying text. For

a discussion of the ACPA's application in other cases see Michael Geist, Cyberlaw 2.0, 44 B.C. L.
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may result in a court applying forum law and following whatever choice-of-
law rule, if any, the forum law includes.2 25 Therefore, for example, in the
worldwrestlingfederation.com case,2 26 the panel cited the U.S. courts' "recent
experience with similar disputes" and the U.S. domiciles of the parties to

justify the panel's choice of U.S. law.2 27  In the sermosucks.com case,2 28

panelist Bernstein justified the application of U.S. law not only by the U.S.
domiciles of the parties and the U.S. location of the registrar, but also by the
possibility that U.S. law would be applied by a U.S. court in a subsequent
challenge of the panel's decision.2 29

Determining applicable law based on the jurisdiction in which a losing
party may launch a challenge to a UDRP decision may be problematic because
there might be more than one jurisdiction available for such a challenge.2 30

Under the UDRP, the complainant must submit to jurisdiction in "at least one
specified Mutual Jurisdiction,"231 which may be "at the location of either (a)
the principal office of the Registrar . . . or (b) the domain-name holder's
address as shown for the registration of the domain name."2 32 Although the

REv. 323, 339-42 (2003).
225. See WIPO Overview 3.0, supra note 103, at § 4.14.4 ("It is widely recognized that national

courts are not bound by UDRP panel decisions . . . . [A] court case is generally acknowledged to
represent a de novo hearing of the case under national law.").
226. World Wrestling Fed. Ent't, Inc. v. Bosman, WIPO, Case No. D99-0001 (Jan. 14, 2000),

http://www.wipo.int/amc/en/domains/decisions/html/1999/dl999-0001.html.
227. Id.; see also Am. Mensa, Ltd. v. Heigl, WIPO, Case No. D2005-0068 (Apr. 24, 2005),

http://www.wipo.int/amc/en/domains/decisions/html/2005/d2005-0068.html.
228. Sermo, Inc. v. CataylstMD, LLC, WIPO, Case No. D2008-0647 (July 2, 2008),

http://www.wipo.int/amc/en/domains/decisions/html/2008/d2008-0647.html.
229. Id. "[I]f this Panel were to order transfer, Respondent could prevent the transfer by filing suit

in Tulsa, Oklahoma, and the Panel firmly believes that the court would apply U.S. legal principles in
any such challenge given that all of the parties are based in the U.S. and all of the conduct at issue
occurred in the U.S. If Complainant doubts that would be the result, Complainant is, of course, free
to test that hypothesis by filing suit in a U.S. court to learn whether the courts would find the
registration and use of this Domain Name to violate the Lanham Act or other relevant U.S. laws." Id.
In a case involving the domain name ringostarr.mobi, Bernstein argued in favor of applying U.S. law
based on the United States being the mutual jurisdiction, notwithstanding the fact that both parties
were from the United Kingdom (although the complainant did provide a U.S. address). Starkey v.
Bradley, Nat'l Arb. Forum, Claim No. FA0612000874575 (Feb. 12, 2007) (Bernstein, P., dissenting
in part), http://www.adrforum.com/domaindecisions/874575.htm.
230. See generally UDRP Rules, supra note 161.
231. Id. at¶3(b)(xii).
232. Id. at ¶ 1. Note that registrars for the .com, .net, and .org domains do not have to be located in

the United States. See id. As of 2004, there were "over eighty .com and .net registrars in twenty-three
countries ... and approximately seventy .org registrars in twenty-one countries .... outside of the
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complainant is likely to submit to only one jurisdiction,233 the laws of other
jurisdictions may create grounds for personal jurisdiction for a domain name-
related lawsuit, and such laws can override the UDRP Rules and the
complainant's choice of jurisdiction.234 Adding to the complexity is that, for
each jurisdiction, a UDRP panel must decide whether it will apply the
jurisdiction's substantive law or apply the jurisdiction's choice-of-law rules
to determine which national law might apply if a court were to apply the
choice-of-law rules.2 35

As to the issues that should be decided according to the national law that
is selected, there are two categories of issues in UDRP proceedings.236 The
first category concerns the existence, validity, and ownership of
trademarks;237 trademarks give complainants rights under the UDRP, and
respondents' trademarks may help establish respondent's legitimate interests
in a disputed domain name.2 38  Even panelists who have promoted an
autonomous UDRP interpretation with no application of national law agree
that the existence, validity, and ownership of trademarks must be assessed
according to some national law. 239  The second category of issues

United States." Jinku Hwang, Is the ACPA a Safe Haven for Trademark Infringers?-Rethinking the
UnilateralApplication ofthe Lanham Act, 22 J. MARSHALL J. COMPUTER& INFO. L. 655, 664 (2004).

233. UDRP Rules, supra note 161 at ¶ 3(b)(xii) (noting that the UDRP Rules of Procedure only
require submission to one specified Mutual Jurisdiction).
234. See Eric Misterovich, In Rem Jurisdiction for Domain Names Under the ACPA,

REVISION/LEGAL (Feb. 24, 2015), https://revisionlegal.com/internet-lawyer/in-rem-jurisdiction-for-
domain-names-under-the-acpa/; see also Michael Xun Liu, Jurisdictional Proceedings of In Rem
ProceedingsAgainstDomain Names, 20 MICH. TELECOMM. & TECH. L.R. 467,496 (2014) (indicating
that in rem jurisdiction provided for under the ACPA extends so far as to potentially infringe on
international sovereignty).
235. See Sermo, Inc. v. CataylstMD, LLC, WIPO, Case No. D2008-0647 (July 2, 2008) ("[W]here

there is some question about the laws that may apply, then a Panel should also consider the location
of mutual jurisdiction, and the conflict of laws principles that would be applied by courts in that
jurisdiction, since that is the jurisdiction in which the courts may be asked to consider the parties
respective rights if a challenge is filed.. . .").
236. See infra notes 238-40 and accompanying text.
237. See UDRP, supra note 86; see also infra notes 241-47 and accompanying text.
238. See id.

239. See, e.g., 1066 Hous. Ass'n Ltd. v. Morgan, WIPO, Case No. D2007-1461, (Jan. 18, 2008),
http://www.wipo.int/amc/en/domains/decisions/html/2007/d2007-1461 ("Trademarks (with a few
exceptions) are by their very nature national rights with national scope. It is difficult to see how the
existence and extent of trademark rights can be assessed other than by reference to local law. Also
the fact that trademark rights can only have a national foundation is something that has long been
settled.. . .").
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encompasses all other issues to which national law might apply.240

In the first category of issues, and for registered trademarks,
complainant's trademark registration under the law of any jurisdiction will
suffice to show complainant's rights in the trademark.24 1 WIPO Overview of
WIPO Panel Views on Selected UDRP Questions (WIPO Overview 3.0) notes
that "[t]he jurisdiction(s) where the trademark is valid is not considered
relevant to panel assessment."24 2 Any invalidity of complainant's trademark
should not affect a UDRP panel's finding of complainant's rights as long as
the rights arise from a registered trademark.24 3  As a panel noted in the
tenerife.com case, a UDRP proceeding is not a proper proceeding to challenge
the validity of a complainant's registered trademark;24 4 rather, a validity
challenge should be launched with the national trademark registration
authority.24 5 However, as the barcelona.com case demonstrates, the choice of
a particular law to assess the existence a registered trademark can be
detrimental to the ultimate outcome of a domain name dispute;24 6 the WIPO
panel in the barcelona.com case accepted a trademark registration under
Spanish law, but the U.S. appellate court in Barcelona.com applied U.S. law
to assess the existence of the trademark.2 47

As opposed to cases of registered trademarks, where UDRP panels

240. See infra notes 262-66 and accompanying text.
241. See WIPO Overview 3.0, supra note 103, at § 1.1.2. There are exceptions for some registered

trademarks because "panels tend to carefully review certain types of automatic/unexamined registered
trademarks such as US state registrations (as opposed to US federal registrations)." Id. at § 1.2.2; see
also, e.g., Gerald M. Levine, DOMAIN NAME ARB. 115-16 (2015); Torsten Bettinger & Allegra
Waddell, Uniform Domain Name Dispute Resolution Policy, in DOMAIN NAME LAW AND PRACTICE:
AN INTERNATIONAL HANDBOOK 1263, 1342 (Torsten Bettinger & Allegra Waddell eds., 2d ed. 2015);
American Honda Co. v. Salcedo, WIPO, Case No. D2013-1846 (Dec. 31, 2013) (determining standing
by application of U.S. law), http://www.wipo.int/amc/en/domains/search/textjsp?case=D2013-1846.
242. WIPO Overview 3.0, supra note 103, at § 1.1.2.

243. Id.
244. See Excmo. Cabildo Insular de Tenerife & Promocion Exterior de Tenerife, S.A. v. Jupiter

Web Servs. Ltd., WIPO, Case No. D2003-0525 (Sept. 9,2003), http://www.wipo.int/amc/en/domains/
decisions/html/2003/d2003-0525.html.
245. See id.; see also Guagliardo v. Wu, WIPO, Case No. D2017-2089 (Jan. 10, 2018) ("[P]anels

tend to carefully review certain types of automatic/unexamined registered trademarks such as US state
registrations (as opposed to US federal registrations).").
246. See supra note 147 and accompanying text.
247. See id. U.S. law was in fact the law of the mutual jurisdiction to which the Barcelona

complainant submitted. Barcelona.com, Inc. v. Excelentisimo Ayuntamiento de Barcelona, 330 F.3d
617, 619 (4th Cir. 2003). The U.S. appellate court applied U.S. law, not because it was the law of the
mutual jurisdiction, but because the court decided the case based on a cause of action brought under
U.S. law. Id.; see also supra note 231 and accompanying text.
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assume that trademarks are valid, UDRP panels might assess the validity of
unregistered trademarks based on national law.2 4 8 Panels might turn to

national law to determine, for example, whether the functionality or
geographical nature of a mark will render the mark invalid.24 9  For such a
decision, a UDRP panel may apply the national law of the country for which
the unregistered trademark rights are claimed,2 50 unless a panel uses some
autonomous interpretation of the UDRP. 25 1

The choice of applicable law can also be relevant for the assessment of
respondents' rights.25 2 Under the UDRP, a respondent's "rights or legitimate
interests" in a domain name may be evidenced by a showing that a respondent
"ha[s] been commonly known" under the domain name.253  A respondent
might be commonly known without holding a trademark, and the ownership
of a valid trademark by itself does not suffice to show that a respondent is
commonly known under the trademark unless the respondent has actually
been commonly known under the trademark.254  Some registrants rely on a

248. See WIPO Overview 3.0, supra note 103, at § 1.3; see also, e.g., Tuxedos By Rose v. Nunez,
Nat'lArb. Forum, Claim No. FA0007000095248 (Aug. 17, 2000), http://www.adrforum.com/domain
decisions/95248.htm.
249. See Tatra, a.s. v. Tatra Ltd., Nat'l Arb. Forum, Claim No. FA0911001296249 (Feb. 5, 2010),

http://www.adrforum.com/Domaindecisions/1296249.htm (noting that "the question of whether a
word is generic is not generally relevant for purposes of this first element of the Policy, except in so
far as a complainant attempts to demonstrate rights in a trademark absent a trademark registration
(sometimes called 'common law' trademark rights).").
250. See supra note 220; see also Felipe v. Registerfly.com, WIPO, Case No. D2005-0969, (Dec.

19, 2005), http://www.wipo.int/amc/en/domains/decisions/html/2005/d2005-0969.html ("Unregistered
trademark rights do not exist in some nebulous way across the breadth of the countries in which a
complainant proves it has a reputation. These rights derive from national laws and do not exist
divorced from such laws."); Fashiontv.com GmbH v. Olic, WIPO, Case No. D2005-0994, (Dec. 8,
2005), http://www.wipo.int/amc/en/domains/decisions/html/2005/d2005-0994.html ("Common law
rights/unregistered trademark rights do not exist on a world-wide basis. They may or may not exist in
specific jurisdictions. It is for the Complainant to identify the jurisdiction or jurisdictions in which
the rights are alleged to arise. . . .").
251. Levine, supra note 241, at 123.
252. See infra note 255 and accompanying text.
253. UDRP, supra note 86, at1 4(a)(ii).
254. See id. The requirement that a registrant be known under the same name as the domain name

is often helpful to registrants who hold no registered trademarks, id., but the requirement may help
defeat the registration of domain names that are based on very recent registrations of new trademarks,
or other registrations of trademarks that have not been used by the registrant, and the registrant is not
commonly known by the trademark. See Goldman, Sachs & Co. v. Wevers, Nat'l Arb. Forum, Claim
No. FAO610000812109 (Nov. 22, 2006), http://www.adrforum.com/Domaindecisions/812109.htm.
However, not every new or recent trademark registration will be detrimental to a registrant's case;
bona fide preparations to use a domain name, including obtaining a new trademark registration, might
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trademark registration to show their rights and legitimate interests in a domain
name, in which case it becomes important to a panel to determine which
country's trademark registration-and which country's law the panel will
apply: 2 55 Panels accept registrant's trademark registration as valid (as they do
in the case of a complainant's registered trademark),256 but a panel must make
a separate assessment of whether a registrant is commonly known in the
particular territory for which the registrant owns the trademark.2 57

It is interesting to note that complainants who rely on their registered
trademarks may still lose UDRP disputes if their trademarks consist of
geographical names; in disputes between commercial enterprises, the
geographical nature of a trademark may help to defeat a complaint.258 In the
neusiedler.com case,259 for instance, the geographical nature of complainant's
name helped the respondent prevail on the issue of respondent's rights and
legitimate interests because a panel agreed with respondent's contention that
the complainant could not monopolize a geographical name.260  In the
sorel.com case,261 a panel took the geographical nature of a name into account

suffice to show a registrant's rights and legitimate interests if the registrant proves a use or
"demonstrable preparations to use ... the domain name .. . to make a bona fide offering of goods and
services." UDRP, supra note 86, at ¶ 4(c)(i); see also, e.g., Spark Networks Ltd. v. Blatt, Nat'l Arb.
Forum, Claim No. FA0806001199331 (July 17, 2008), http://www.adrforum.com/Domaindecisions/
119933 1.htm.
255. See WIPO Overview 3.0, supra note 103, at § 2.12.1. "Panels have recognized that a

respondent's prior registration of a trademark which corresponds to a domain name will ordinarily
support a finding of rights or legitimate interests in that domain name for purposes of the second
element." Id.
256. See, e.g., ACE Ltd. v. WebMagic Ventures, LLC, Nat'l Arb. Forum, Claim No.

FA0802001143448 (Apr. 8, 2008), http://www.adrforum.com/Domaindecisions/1143448.htm ("A
UDRP proceeding is an improper forum in which to seek invalidation or disregard of a duly issued
federal trademark registration.").
257. See, e.g., Banque Hottinguer SAv. Hottinger, WIPO, Case No. D2014-1340 (Oct. 14, 2014),

http://www.wipo.int/amc/en/domains/search/textjsp?case=D2014-1340 ("Previous panels have
declined to find respondent's rights or legitimate interests in a domain name on the basis of a
corresponding trademark registration where the overall circumstances demonstrate that such
trademark was obtained primarily to circumvent the application of the UDRP."). "The existence of a
respondent trademark does not . . . automatically confer rights or legitimate interests on the
respondent." WIPO Overview 3.0, supra note 103, at § 2.12.2.
258. See infra notes 259-62 and accompanying text.
259. Neusiedlerv. Kulkarni, WIPO, Case No. D2000-1769 (Feb. 5, 2001), http://www.wipo.int/amc/

en/domains/decisions/html/2000/d2000-1769.html.
260. Id.
261. Sorel Co. v. Domaine Sales Ltd., Nat'l Arb. Forum, Case No. FA0102000096674 (Mar. 28,

2001), http://www.adrforum.com/domaindecisions/96674.htm.
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when it decided that the respondent did not act in bad faith.262

The second category of issues to which national law may apply is the
contentious category that covers all issues other than the existence, validity,
and ownership of trademarks;26 3 Section A above referred to disputes that
concerned such other issues. For example, when assessing a registrant's
legitimate interests in a domain name, some UDRP panels have taken into
account "the noncommercial free speech fair use defense";264 such panels
turned to sources of national and/or international law to evaluate fair use.2 65

However, other panels have disagreed and have insisted on an autonomous
definition of fair use;2 66 one such panel noted, for example, that "[t]he
meaning [of fair use] should take into account general principles of law [or
laws] which are widely accepted throughout the world . .. [and] it should not
depend on or vary with the particular national law or laws." 267

C. UDRP Un-Territorialized?

The question whether, and if so to what extent, national law may or should
apply in UDRP proceedings has not been resolved, and criticism of the
national law approach continues to appear in some UDRP decisions.2 68

Whether choice of law is an issue for UDRP panels to address continues to be
debated even if at least one commentator considers the issue resolved:2 69

recently, David Post categorically stated that "[u]nder the UDRP, one set of

262. See id.

263. See infra notes 264-67. The previous Section referred to disputes that addressed these issues.
See supra notes 171-92 and the accompanying text.
264. Petroleo Brasileiro S.A.-Petrobras v. Da Silva, WIPO, Case No. D2014-1331 (Sept. 23,

2014), http://www.wipo.int/amc/en/domains/decisions/text/2014/d2014-1331 html.
265. Id.
266. See infra note 267 and accompanying text.
267. Chelsea & Westminster Hospital NIS Found. Tr. v. Redmond, WIPO, Case No. D2007-1379

(Nov. 14, 2007), http://www.wipo.int/amc/en/domains/decisions/html/2007/d2007-1379.html.
268. See infra notes 268-85 and accompanying text. For example, in a case involving the domain

royalholiday.info, a panel refused to apply the law of the country of the respondents and the registrar
or the law of the complainant, and explicitly rejected the idea that "conflicts of laws provisions should
be applied to assist in the selection of some particular national law." Grupo Costamex, SA de C.V. v.
Smith, WIPO, Case No. D2009-0062 (Mar. 25, 2009), http://www.wipo.int/amc/en/domains/decisions/
html/2009/d2009-0062.html. In 2014, another panel stated that "the [UDRP] provides the legal bases
for deciding complaints untrammeled by national laws." Retail Royalty Company v. A K, Nat'l Arb.
Forum, Claim No. FA1409001580871 (Oct. 31, 2014), http://www.adrforum.com/domaindecisions/
1580871.htm.
269. See infra note 270 and accompanying text.

659


